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DETAILED ACTION 

Response to Arguments 

1. In response to communications filed on 5/30/2008, Applicant amends claims 1, 12, 16, 
20, 27, and 33. The following claims 1-33, 37-41 are presented for examination. 

1.1 In response to communications filed on 5/30/2008, the objection to claims 12 and 16 has 
been withdrawn with respect to the amendment. 

1 .2 Applicant's arguments filed on 5/30/2008 have been fully considered but they are not 
persuasive. With regard to claims 1,16, 20, 27, and 40, Applicant argues that the document of 
Lemble appears to be a business document and permanently locking such document to prevent 
editing may be ill-advised. Examiner respectfully disagrees as Lemble does not limit the 
invention to a business document. On the other hand, Lemble discloses, 

"All known systems, however, lack efficient means for monitoring 
filled-in forms (herein referred to as documents) , dynamically 
and electronically computing any approval path to be followed by 
a specific form based on its contents when filled-in, and 
controlling said path as well as filtering any request for 
access to filled-in documents based on the requestor's function 
within the user's organization." (See column 2, lines 11-18). 
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No further arguments were presented by Applicant in view of the other independent claims and 
dependent claims, therefore, no further response is necessary by Examiner. The independent 
claims have been amended to recite "obtaining a next available docket information number for 
the disclosure from a docketing system, assigning the docket identification number to the 
disclosure." However, assigning a docket identification number to an invention disclosure has 
been a common practice well-known in the art and as disclosed in applicant's IDS US 
2006/0224412 by Frank et al. Takano also discloses assigning a reference number or serial 
number to the invention disclosure in order. Upon further consideration, Applicant has not 
overcome the rejection of the claims as amended and the rejection is set forth below. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 1/22/2008 was filed after the 
mailing date of the Final Rejection on 12/20/2007. The submission is in compliance with the 
provisions of 37 CFR 1 .97. The information disclosure statement filed on 2/1/2007 is being 
revised by the Examiner as one of the documents listed has no date. It has been placed in the 
application file, but the information referred to therein has not been considered. However, the 
other items that do comply with the requirements are being considered by the Examiner and 
initialed. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-11 and 20-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 5,315,504 to Lemble in view of US Patent 5,031,214 to Dziewit et al (Applicant's 
IDS) and in view of US Patent 6,434,580 to Takano. 

As per claim 1 , Lemble substantially discloses an invention disclosure system 
comprising: forming electronic document approval online by entering a plurality of selected 
information including a first inventor (user/approver) identification information from a user 
computer (see column 6, lines 35-36; column 10, lines 43-52; and abstract; and figures 15-16); 
as the plurality of selected information is entered into the user computer, storing the selected 
information in a central storage location (see column 5, lines 44-48 and figs. 2-3 with 
description); prompting approval of said first inventor (user/approver) (see column 5, lines 21- 
25; column 9, lines 53-56; column 6, lines 9-15; and figures 4 and 6); and Lemble discloses in 
column 5, lines 33-40 and column 6, lines 9-22, locking the disclosure after approval, by sending 
the document to a finalizing VM machine to perform a final update, format, and even encryption 
of the document and sending the document to another network node, performing a control 
operation to ascertain a higher security level. Lemble is silent as to this final process is a 
permanent locking to prevent further editing of the disclosure. However, Dziewit et al in an 
analogous art discloses (see column 2) producing a final authenticated document using 
computerized techniques which documents satisfies the legal document authentication and 
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authenticity requirements (column 2, lines 5-15). Dziewit et al further discloses the document 
authentication process includes locking the document to prevent any further changes to thereby 
avoid tampering (see column 11, lines 13-27); appending a digital signature to the final signed 
document (after approval) to prevent the document from being altered, the authenticated 
document with the digital signature appended thereto can then be electronically archived on 
electronic media as a permanent document (see column 2, lines 47-61 and column 8, lines 52- 
65), which meets the recitation of after approval permanently locking the disclosure to prevent 
further editing of the disclosure. One of the advantages as disclosed by Dziewit et al is that the 
stored document can provide a permanent record to which a court can turn in the event of a 
dispute (see column 4, lines 18-20 and column 2, lines 41-61). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the 
invention disclosed by Lemble to implement a permanent locking process to prevent any further 
changes as to thereby avoid tampering and also one of ordinary skill in the art would have been 
motivated to do so because it could provide a permanent record that may be used in a legal 
process as suggested by Dziewit et al (see column 2, lines 47-61 and column 8, lines 52-65, and 
column 11, lines 13-27). 

Lemble's invention is directed to fill in forms electronically as the form is made 
available to many selected users for approval and modification based on predefined approval 
rules and requestor identity. Lemble discloses the invention with respect to users and approvers 
in a company setting for preparing an electronic disclosure or form, but does not specifically 
refer to the form as an invention disclosure which inherently is prepared by users that include 
inventors and patent law persons. It would have required merely routine skill in the art to replace 
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the users and approvers of Lemble by first/second inventor as it is well known that more than 
one inventor may be involved in a filing of an invention disclosure. Takano in an analogous art 
teaches preparing an online patent disclosure by inventor users with other patent application- 
filing persons including a patent attorney (see column 1, lines 1-19 and column 2, lines 1-10). 
Takano further discloses automatically assigning to an invention report a reference number in 
accordance with a prescribed rule (e.g. a serial number assigned in the temporal order of the 
reporting of inventions) which will help in identifying the document (see column 7, lines 3-10 
and column 7, line 64 through column 8, line 6). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to implement the invention of 
Lemble into an invention disclosure environment, by combining the electronic filing document 
approval system of Lemble with the features of filing an invention disclosure by inventors and 
patent attorneys as taught by Takano for the purpose of conveniently preparing a patent 
application via a transmission and reception of application data between the inventor and other 
patent application- filing users as suggested by Takano (see column 1, line 63 through column 2, 
line 10), and obtaining and assigning a next available docket number to the document would 
provide a convenient way to identify the document as suggested by Takano (see column 7, lines 
3-10 and column 7, line 64 through column 8, line 6). 

As per claim 2, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising the step of generating an approval log (see Lemble, column 10, 
lines 44-52). 
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As per claim 3, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein the step of generating an approval log comprises recording the date of an 
approval (see Lemble, column 10, lines 44-52). 

As per claim 4, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising associating the approval log with the disclosure (see Lemble, 
column 18, line 60 through column 19, line 14). Lemble discloses each document has an 
approval log associated with the document that can be view as a user selects the document. 

As per claim 5, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein forming is performed by a non-inventor author (see Lemble, column 5, 
lines 15-20 and column 14, lines 40-60). 

As per claim 6, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein the step of forming comprises identifying a second inventor; and further 
comprising the steps of notifying the second inventor; and, prompting the second inventor to 
approve the invention disclosure (see Lemble, column 18, lines 1-22; abstract, and figure 4). 

As per claim 7, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising revising the disclosure by the second inventor to form a revised 
disclosure, and prompting the first inventor to approve the revised disclosure (see Lemble, 
column 20, line 40 through column 21, line 54). 
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As per claim 8, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein prompting the second inventor comprises providing an E-mail to the 
second inventor (see Lemble, column 18, lines 1-22). 

As per claim 9, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein prompting comprises the step of prompting the approval of an associated 
document (see Lemble, column 5, lines 21-25; column 9, lines 53-56; figures 4 and 6; and 
abstract). 

As per claim 10, the combination of Lemble, Dziewit et al, and Takano discloses 
wherein the associated document is selected from a group consisting of an assignment document, 
and a power of attorney. Takano teaches preparing an online patent application which implicitly 
or inherently includes assignment document and power of attorney (see Takano, column 19, 
lines 14-53). Therefore, claim 10 is rejected on the same rationale as the rejection of claim 1 
above. 

As per claim 1 1, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising allowing access to various users for obtaining the information 
(see Lemble, column 5, lines 15-32 and abstract). 
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As per claim 20, Lemble substantially discloses an invention disclosure system 
comprising: forming electronic document approval online by entering a plurality of selected 
information including a first inventor (user/approver) identification information and a second 
inventor (approver) identification information from a user computer (see column 6, lines 9-15; 
lines 35-36; column 10, lines 43-52; column 19, lines 50-55; column 20, lines 40-65; and 
abstract; and figures 15-16); as the plurality of selected information is entered into the user 
computer, storing the selected information in a central storage location (see column 5, lines 44- 
48; and figs. 2-3 with description); prompting approval of said first inventor (see column 5, lines 
21-25; column 9, lines 53-56; column 6, lines 9-15; and figures 4 and 6); notifying the second 
inventor (approver) and, prompting the second inventor to approve the invention disclosure (see 
Lemble, column 18, lines 1-22; abstract, and figure 4). Lemble discloses in column 5, lines 33- 
40 and column 6, lines 9-22, locking the disclosure to create a locked disclosure when the second 
inventor approves the disclosure (as shown in fig. 4 first or second approver (second inventor) 
can be the last approver), by sending the document to a finalizing VM machine to perform a final 
update, format, and even encryption of the document and sending the document to another 
network node, performing a control operation to ascertain a higher security level. Lemble is 
silent as to this final process is a permanent locking to prevent further editing of the disclosure. 
However, Dziewit et al in an analogous art discloses (see column 2) producing a final 
authenticated document using computerized techniques which documents satisfies the legal 
document authentication and authenticity requirements (column 2, lines 5-15). Dziewit et al 
further discloses the document authentication process includes locking the document to prevent 
any further changes to thereby avoid tampering (see column 11, lines 13-27); appending a digital 
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signature to the final signed document (after approval by the parties) to prevent the document 
from being altered, the authenticated document with the digital signature appended thereto can 
then be electronically archived on electronic media as a permanent document (see column 2, 
lines 47-61 and column 8, lines 52-65), which meets the recitation of permanently locking the 
disclosure to create a locked disclosure to prevent further editing of the disclosure when the 
second inventor approves the disclosure. One of the advantages as disclosed by Dziewit et al is 
that the stored document can provide a permanent record to which a court can turn in the event of 
a dispute (see column 4, lines 18-20 and column 2, lines 41-61). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the 
invention disclosed by Lemble to implement a permanent locking process to prevent any further 
changes as to thereby avoid tampering and also one of ordinary skill in the art would have been 
motivated to do so because it could provide a permanent record that may be used in a legal 
process as suggested by Dziewit et al (see column 2, lines 47-61 and column 8, lines 52-65, and 
column 11, lines 13-27). 

Lemble's invention is directed to fill in forms electronically as the form is made 
available to many selected users for approval and modification based on predefined approval 
rules and requestor identity. Lemble discloses the invention with respect to users and approvers 
in a company setting for preparing an electronic disclosure or form, but does not specifically 
refer to the form as an invention disclosure which inherently is prepared by users that include 
inventors and patent law persons. It would have required merely routine skill in the art to replace 
the users and approvers of Lemble by first/second inventor as it is well known that more than 
one inventor may be involved in a filing of an invention disclosure. Takano in an analogous art 
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teaches preparing an online patent disclosure by inventor users with other patent application- 
filing persons including a patent attorney (see column 1, lines 1-19 and column 2, lines 1-10). 
Takano further discloses automatically assigning to an invention report a reference number in 
accordance with a prescribed rule (e.g. a serial number assigned in the temporal order of the 
reporting of inventions) which will help in identifying the document (see column 7, lines 3-10 
and column 7, line 64 through column 8, line 6). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to implement the invention of 
Lemble into an invention disclosure environment, by combining the electronic filing document 
approval system of Lemble with the features of filing an invention disclosure by inventors and 
patent attorneys as taught by Takano for the purpose of conveniently preparing a patent 
application via a transmission and reception of application data between the inventor and other 
patent application- filing users as suggested by Takano (see column 1, line 63 through column 2, 
line 10), and obtaining and assigning a next available docket number to the document would 
provide a convenient way to identify the document as suggested by Takano (see column 7, lines 
3-10 and column 7, line 64 through column 8, line 6). 

As per claim 21, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising the step of generating an approval log (see Lemble, column 10, 
lines 44-52). 
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As per claim 22, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein the step of generating an approval log comprises recording the date of an 
approval (see Lemble, column 10, lines 44-52). 

As per claim 23, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising associating the approval log with the disclosure (see Lemble, 
column 18, line 60 through column 19, line 14). Lemble discloses each document has an 
approval log associated with the document that can be view as a user selects the document. 

As per claim 24, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising locking the disclosure when the second inventor approves the 
disclosure (see Lemble, column 5, lines 33-40). (As shown in fig. 4 first or second approver 
(second inventor) can be the last approver). 

As per claim 25, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising locking the disclosure when the first inventor approves the 
revised disclosure (see Lemble, column 20; column 6, lines 9-23; and column 5, lines 33-40). 
Lemble discloses a revised disclosure can be sent to a first user or first approver for approval if 
the user or first approver is the last approver locking the disclosure may take place. 

As per claim 26, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein providing an E-mail to the second inventor comprises providing an E-mail 
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to the second inventor having a hyperlink to the disclosure therein (see Lemble, column 18, lines 
1-22 and abstract). 



As per claim 27, Lemble substantially discloses an invention disclosure system 
comprising: forming electronic document approval online by entering a plurality of information 
including one or more inventor identifications from one or more inventors to form an invention 
disclosure from a user computer (see column 6, lines 35-36; column 10, lines 43-52; and 
abstract; and figures 15-16); storing the information in a central storage location (see column 5, 
lines 44-48 and figs. 2-3 with description); prompting approval of the one or more inventors 
(user/approver) (see column 5, lines 21-25; column 9, lines 53-56; column 6, lines 9-15; and 
figures 4 and 6). Lemble discloses in column 5, lines 33-40 and column 6, lines 9-22, locking 
the disclosure to create a locked disclosure after each of the one or more inventors approve the 
disclosure, by sending the document to a finalizing VM machine to perform a final update, 
format, and even encryption of the document and sending the document to another network node, 
performing a control operation to ascertain a higher security level. Lemble is silent as to this 
final process is a permanent locking to prevent further editing of the disclosure. However, 
Dziewit et al in an analogous art discloses (see column 2) producing a final authenticated 
document using computerized techniques which documents satisfies the legal document 
authentication and authenticity requirements (column 2, lines 5-15). Dziewit et al further 
discloses the document authentication process includes locking the document to prevent any 
further changes to thereby avoid tampering (see column 11, lines 13-27); appending a digital 
signature to the final signed document (after approval) to prevent the document from being 
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altered, the authenticated document with the digital signature appended thereto can then be 
electronically archived on electronic media as a permanent document (see column 2, lines 47-61 
and column 8, lines 52-65), which meets the recitation of permanently locking the disclosure to 
create a locked disclosure to prevent further editing of the disclosure after each of the one or 
more inventors approve the disclosure. One of the advantages as disclosed by Dziewit et al is 
that the stored document can provide a permanent record to which a court can turn in the event of 
a dispute (see column 4, lines 18-20 and column 2, lines 41-61). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the 
invention disclosed by Lemble to implement a permanent locking process to prevent any further 
changes as to thereby avoid tampering and also one of ordinary skill in the art would have been 
motivated to do so because it could provide a permanent record that may be used in a legal 
process as suggested by Dziewit et al (see column 2, lines 47-61 and column 8, lines 52-65, and 
column 11, lines 13-27). 

Lemble's invention is directed to fill in forms electronically as the form is made 
available to many selected users for approval and modification based on predefined approval 
rules and requestor identity. Lemble discloses the invention with respect to users and approvers 
in a company setting for preparing an electronic disclosure or form, but does not specifically 
refer to the form as an invention disclosure which inherently is prepared by users that include 
inventors and patent law persons. It would have required merely routine skill in the art to replace 
the users and approvers of Lemble by first/second inventor as it is well known that more than 
one inventor may be involved in a filing of an invention disclosure. Takano in an analogous art 
teaches preparing an online patent disclosure by inventor users with other patent application- 
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filing persons including a patent attorney (see column 1, lines 1-19 and column 2, lines 1-10). 
Takano further discloses automatically assigning to an invention report a reference number in 
accordance with a prescribed rule (e.g. a serial number assigned in the temporal order of the 
reporting of inventions) which will help in identifying the document (see column 7, lines 3-10 
and column 7, line 64 through column 8, line 6). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to implement the invention of 
Lemble into an invention disclosure environment, by combining the electronic filing document 
approval system of Lemble with the features of filing an invention disclosure by inventors and 
patent attorneys as taught by Takano for the purpose of conveniently preparing a patent 
application via a transmission and reception of application data between the inventor and other 
patent application- filing users as suggested by Takano (see column 1, line 63 through column 2, 
line 10), and obtaining and assigning a next available docket number to the document would 
provide a convenient way to identify the document as suggested by Takano (see column 7, lines 
3-10 and column 7, line 64 through column 8, line 6). 

As per claim 28, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising the step of generating an approval log (see Lemble, column 10, 
lines 44-52). 

As per claim 29, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein the step of generating an approval log comprises recording the date of an 
approval from each of the one or more inventors (see Lemble, column 10, lines 44-52). 
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As per claim 30, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of further comprising associating the approval log with the disclosure (see Lemble, 
column 18, line 60 through column 19, line 14). Lemble discloses each document has an 
approval log associated with the document that can be view as a user selects the document. 

As per claim 31, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein prompting comprises prompting the one or more inventor comprises 
providing an E-mail to the one or more inventors having a hyperlink to the disclosure therein 
(see Lemble, column 18, lines 1-22 and abstract). 

As per claim 32, the combination of Lemble, Dziewit et al, and Takano discloses the 
limitation of wherein providing an E-mail to the one or more inventors comprises providing an 
E-mail to the one or more inventors having a hyperlink to the disclosure therein (see Lemble, 
column 18, lines 1-22 and abstract). 

4. Claims 16-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
5,315,504 to Lemble in view of US Patent 5,031,214 to Dziewit et al (Applicant's IDS) and in 
view of US Patent 6,434,580 to Takano. 

As per claim 16, Lemble discloses an invention disclosure system comprising a user 
computer, a server, (see figure 1 and tables in column 7 and column 9); a database coupled to 
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the server (see figure 1 and figure 3 and column 4, line 39). Lemble further discloses said 
server providing user screens to said users to prompt users to provide disclosure information to 
said server, (see figure 2 and claims 5-6); receiving disclosure information from said users, 
including a first inventor identification and a second inventor identification (see column 6, lines 
9-15; column 19, lines 50-55; column 20, lines 40-65; and abstract); storing information in said 
database (see column 3, lines 40-62 and column 4, lines 25-47; column 29, lines 8-15; and figure 
4); prompting the first inventor and the second inventor to provide an approval (see column 5, 
lines 20-40). Lemble discloses in column 5, lines 33-40 and column 6, lines 9-22, locking the 
disclosure after the approval by the first inventor and the second inventor (as shown in fig. 4 first 
or second approver (second inventor) can be the last approver), by sending the document to a 
finalizing VM machine to perform a final update, format, and even encryption of the document 
and sending the document to another network node, performing a control operation to ascertain a 
higher security level. Lemble is silent as to this final process is a permanent locking of the 
document. However, Dziewit et al in an analogous art discloses (see column 2) producing a 
final authenticated document using computerized techniques which documents satisfies the legal 
document authentication and authenticity requirements (column 2, lines 5-15). Dziewit et al 
further discloses the document authentication process includes locking the document to prevent 
any further changes to thereby avoid tampering (see column 11, lines 13-27); appending a digital 
signature to the final signed document (after approval by the parties) to prevent the document 
from being altered, the authenticated document with the digital signature appended thereto can 
then be electronically archived on electronic media as a permanent document (see column 2, 
lines 47-61 and column 8, lines 52-65), which meets the recitation of locking the disclosure to 
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prevent further editing after the approval by the first inventor and the second inventor. One of 
the advantages as disclosed by Dziewit et al is that the stored document can provide a permanent 
record to which a court can turn in the event of a dispute (see column 4, lines 18-20 and column 
2, lines 41-61). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the invention disclosed by Lemble to implement a 
permanent locking process to prevent any further changes as to thereby avoid tampering and also 
one of ordinary skill in the art would have been motivated to do so because it could provide a 
permanent record that may be used in a legal process as suggested by Dziewit et al (see column 
2, lines 47-61 and column 8, lines 52-65, and column 11, lines 13-27). Lemble is silent as to 
obtaining and assigning a next available docket number to the document. Takano in an 
analogous art teaches preparing an online patent disclosure by inventor users with other patent 
application- filing persons including a patent attorney (see column 1, lines 1-19 and column 2, 
lines 1-10). Takano further discloses automatically assigning to an invention report a reference 
number in accordance with a prescribed rule (e.g. a serial number assigned in the temporal order 
of the reporting of inventions) which will help in identifying the document (see column 7, lines 
3-10 and column 7, line 64 through column 8, line 6). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to implement the invention of 
Lemble into an invention disclosure environment, by combining the electronic filing document 
approval system of Lemble with the features of filing an invention disclosure by inventors and 
patent attorneys as taught by Takano for the purpose of conveniently preparing a patent 
application via a transmission and reception of application data between the inventor and other 
patent application- filing users as suggested by Takano (see column 1, line 63 through column 2, 
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line 10), and obtaining and assigning a next available docket number to the document would 
provide a convenient way to identify the document as suggested by Takano (see column 7, lines 
3-10 and column 7, line 64 through column 8, line 6). 

As per claim 17, Lemble discloses the claimed system of claim 16, wherein said server 
generated an approval log associated with said disclosure (see column 10, lines 44-52). 

As per claim 18, Lemble discloses wherein said server associates said approval log with 
said disclosure (see column 10, lines 4-52 and column 18, line 60 through column 19, line 14). 

As per claim 19, Lemble discloses the claimed system of claim 16, further comprising a 
directory system coupled to said server whereby upon providing identification information to 
server said server retrieves user information from the directory system in response to the 
identification information (see column 25, lines 10-33 and figures 3-4). 

5. Claims 12-15, 33, 37-39, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 5,315,504 to Lemble in view of US Patent 6,434,580 to Takano. 

As per claim 12, Lemble discloses an invention disclosure system comprising: a user 
computer, a web server having an identification subsystem, (see figure 1 and tables in column 7 
and column 9); a database coupled to the server (see figure 1 and figure 3 and column 4, line 
39). Lemble further discloses said server providing user screens to said users so users provide 
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disclosure information to said server, (see figure 2 and claims 5-6); receiving disclosure 
information from said users, storing information in said database (see column 3, lines 40-62 and 
column 4, lines 25-47; and claim 1) and (see also column 29, lines 8-15; and figure 4); Lemble 
discloses a screen is provided to a user to enter disclosure information which is stored in the 
SEALDBA (sealing database) and is prompted to provide a password associated with a 
disclosure and access to the disclosure is allowed after storing information in the database upon 
entering the password associated with the disclosure that meets the recitation of prompting a user 
to provide a password associated with the disclosure and allowing access to said disclosure after 
storing said information in said database upon entering the password associated with the 
disclosure (see column 4, lines 3-21; column 26, lines 15-37 and column 26, line 64 through 
column 27, line 34). Lemble is silent as to obtaining and assigning a next available docket 
number to the document. Takano in an analogous art teaches preparing an online patent 
disclosure by inventor users with other patent application-filing persons including a patent 
attorney (see column 1, lines 1-19 and column 2, lines 1-10). Takano further discloses 
automatically assigning to an invention report a reference number in accordance with a 
prescribed rule (e.g. a serial number assigned in the temporal order of the reporting of 
inventions) which will help in identifying the document (see column 7, lines 3-10 and column 7, 
line 64 through column 8, line 6). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to implement the invention of Lemble into an 
invention disclosure environment, by combining the electronic filing document approval system 
of Lemble with the features of filing an invention disclosure by inventors and patent attorneys as 
taught by Takano for the purpose of conveniently preparing a patent application via a 
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transmission and reception of application data between the inventor and other patent application- 
filing users as suggested by Takano (see column 1, line 63 through column 2, line 10), and 
obtaining and assigning a next available docket number to the document would provide a 
convenient way to identify the document as suggested by Takano (see column 7, lines 3-10 and 
column 7, line 64 through column 8, line 6). 

As per claim 13, Lemble discloses the claimed system of claim 12, further comprising a 
directory system coupled to said server whereby upon providing identification information to 
server said server retrieves user information from the directory system in response to the 
identification information (see column 25, lines 10-33 and figures 3-4). 

As per claim 14, Lemble discloses the claimed system of claim 12, wherein said server 
creates a user log (see column (see column 10, lines 44-52). 

As per claim 15, Lemble discloses the claimed system of claim 12, wherein said server 
associates said approval log with said disclosure (see column 10, lines 4-52). 

As per claim 33, Lemble discloses an invention disclosure system comprising: forming a 
document online by entering a plurality of selected information including a first user 
(user/approver column 14, lines 40-59) identification information from a user computer (see 
column 6, lines 35-36; column 10, lines 43-52; and abstract; and figures 11, 15-16); (as 
interpreted by Examiner, Lemble discloses in column 6, lines 9-15, column 19, line 50-column 
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20, line 1 1 that either the user or the approver can approve the document and the user can be an 
approver); storing the selected information in a central storage location (see column 5, lines 44- 
48 and figs. 2-3 with description); prompting approval of said first user (user/approver) (see 
column 9, lines 53-56; column 6, lines 9-15; and figures 4 and 6); and generating an approval log 
comprising a date of approval by all inventors and associating the approval log with the 
document (see column 10, lines 44-52 and column 13, lines 1-8). Lemble discloses each 
document has an approval log associated with the document that can be view as a user selects the 
document (see column 18, line 60 through column 19, line 14). Lemble is silent as to obtaining 
and assigning a next available docket number to the document. Takano in an analogous art 
teaches preparing an online patent disclosure by inventor users with other patent application- 
filing persons including a patent attorney (see column 1, lines 1-19 and column 2, lines 1-10). 
Takano further discloses automatically assigning to an invention report a reference number in 
accordance with a prescribed rule (e.g. a serial number assigned in the temporal order of the 
reporting of inventions) which will help in identifying the document (see column 7, lines 3-10 
and column 7, line 64 through column 8, line 6). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to implement the invention of 
Lemble into an invention disclosure environment, by combining the electronic filing document 
approval system of Lemble with the features of filing an invention disclosure by inventors and 
patent attorneys as taught by Takano for the purpose of conveniently preparing a patent 
application via a transmission and reception of application data between the inventor and other 
patent application- filing users as suggested by Takano (see column 1, line 63 through column 2, 
line 10), and obtaining and assigning a next available docket number to the document would 
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provide a convenient way to identify the document as suggested by Takano (see column 7, lines 
3-10 and column 7, line 64 through column 8, line 6). 

As per claim 37, Lemble discloses further comprising the steps of notifying the second 
user; and, prompting the second user to approve the document (see column 18, lines 1-22; 
abstract, and figure 4). 

As per claim 38, Lemble discloses revising the document by the second user to form a 
revised document, and prompting the first inventor to approve the revised document (see column 
20, line 40 through column 21, line 54). 

As per claim 39, Lemble discloses wherein prompting the second user comprises 
providing an E-mail to the second user (see column 18, lines 1-22). 

As per claim 41, Lemble substantially discloses the claimed method of claim 33. 
Takano teaches preparing an online patent application which implicitly or inherently includes 
assignment document and power of attorney (see Takano, column 19, lines 14-53). Therefore, 
claim 41 is rejected on the same rationale as the rejection of claim 1 above. 

6. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over US Patent 
5,315,504 to Lemble in view of US Patent 6,434,580 to Takano as applied to claims 37-39 and 
41 and further in view of US Patent 5,031,214 to Dziewit et al (Applicant's IDS). 
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As per claim 40, Lemble discloses in column 5, lines 33-40 and column 6, lines 9-22, 
locking the disclosure when the second inventor approves the disclosure (as shown in fig. 4 first 
or second approver (second inventor) can be the last approver), by sending the document to a 
finalizing VM machine to perform a final update, format, and even encryption of the document 
and sending the document to another network node, performing a control operation to ascertain a 
higher security level. Lemble is silent as to this final process is a permanent locking of the 
document. However, Dziewit et al in an analogous art discloses (see column 2) producing a 
final authenticated document using computerized techniques which documents satisfies the legal 
document authentication and authenticity requirements (column 2, lines 5-15). Dziewit et al 
further discloses the document authentication process includes locking the document to prevent 
any further changes to thereby avoid tampering (see column 11, lines 13-27); appending a digital 
signature to the final signed document (after approval by the parties) to prevent the document 
from being altered, the authenticated document with the digital signature appended thereto can 
then be electronically archived on electronic media as a permanent document (see column 2, 
lines 47-61 and column 8, lines 52-65), which meets the recitation of permanently locking the 
document when the second user approves the document. One of the advantages as disclosed by 
Dziewit et al is that the stored document can provide a permanent record to which a court can 
turn in the event of a dispute (see column 4, lines 18-20 and column 2, lines 41-61). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the invention as combined above to implement a permanent locking process to prevent 
any further changes as to thereby avoid tampering and also one of ordinary skill in the art would 
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have been motivated to do so because it could provide a permanent record that may be used in a 
legal process as suggested by Dziewit et al (see column 2, lines 47-61 and column 8, lines 52-65, 
and column 11, lines 13-27). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carl Colin whose telephone number is 571-272-3862. The 
examiner can normally be reached on Monday through Thursday, 8:00-6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nasser Moazzami can be reached on 571-272-4195. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Carl Colin/ 

Primary Examiner, Art Unit 2136 
September 13, 2008 



